United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United Slates Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O Bat 1450 

Alexandria, Vinanb 2231 VI 450 



| ATT( )RN E Y DOC K ET MO. | CONFIRMATION NO. ~~[ 



APPLICATION "NO. 



FILING DATE 



FIRST NAMED INVtNTOR 



10/812.835 



03/30/2004 



Werner Kalbitz 



25461 7590 0404/2(105 

SMITH, GAMBRELL & RUSSELL, LLP 
SUITE 3100, PROMENADE II 
1230 PEACH TREE STREET, N.E. 
ATLANTA, GA 30309-3592 



032301.001 



3123 



[ 



EXAMINER 



GREEN, ANTHONY J 



| ART UNIT | PAPER NUMBER ~"j 



1755 

DATE MAILED: 04/14/7005 



nffW rnmmnnicfltinn concerning this annlication or proceeding. 

f l&aO^ 1 111VJ UVAV/VV ttUU/ \/i fciV^W^WV* ^ w -» * - — 



PTO-90C (Rev. 10/03) 



J) 



\jiHi*t£ Misiiuii <ouiniiiai y 


Application No. 

10/812,835 


Applicant(s) 
KALBITZ ET AL 


Examiner 

Anthony J. Green 


Art Unit 

1755 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)l3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

UIUDCU III dlAsUIUCM IUC Willi IIIC pldlAIOC? UIIUCI CtA pd/ic I^OO O.U. I I, HQO KJ.\J. C IO. 

Disposition of Claims 

4) M Claim(s) 1-8,10 and 12-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) EI Claim(s) 1-8.10.12.13 and 15-20 is/are rejected. 

7) M Claim(s) 14,21 and 22 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)H Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)S All b)D Some * c)D None of: 

1 .M Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) 13 Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) D Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/lv1ail Date . 



4) CD Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-1 52) 
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DETAILED ACTION 
Response to Amendment 

1 . The amendments submitted on 22 February 2005 and 04 March 2005 have been 
entered. Currently claims 1-8, 10, and 12-22 are pending. 

Claim Objections 

2. Claim 2 is objected to because of the following informalities: The claim does not 
end in a period which is required. Appropriate correction is required. 

3. Claims 21 and 22 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim, or amend the claim to place the claim in proper 
dependent form. 

Claim 21 recites that the amount of the wetting agent is from "0 to 0.4%" by 
weight whereas claim 7 recites that the wetting agent is between "0 and 1 %" by weight. 
It is the position of the examiner that the range of "from 0 to 0.4%" is not fully 
encompassed by the range of "between 0 and 1 %" as it is believed that the range of 
"between 0 and 1 %" does not include the end points of 0 and 1 whereas the range of 
"from 0 to 0.4%" includes the endpoints of 0 and 0.4%. 

Claim 22 recites that the suspension further contains a wetting agent in the 
amount of "0 to 0.4%" which includes 0 therefore it is not seen to further limit claim 1 
since no wetting agent need be present. 
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Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

5. Claims 20 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 20 the phrase "0.01 and 0.5% by weight and of the ink has a" is 
confusing. What is applicant trying to say? Also applicant refers to a formula and no 
formula is found in this claim or the claims from which it depends. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

7. Claims 1 and 3-6 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
European Patent Specification No. 724,968 for the reasons set forth in the previous 
office action and which are herein incorporated by reference. 
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Applicant argues that the instant claims are not met by the reference as the 
channel black or furnace black of the reference is not the same as the gas black recited 
in the instant claims. To this argument the examiner respectfully disagrees. According 
to the IUPAC Compendium of Chemical Terminology (a copy of which is attached) 
furnace black and channel blacks are all examples of gas black therefore the instant 
claims are met by the reference. 



Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

9. Claims 2, 7-8, 10, 12-13, and 15-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over European Patent Specification No. 724,968 for the reasons set forth 
in the previous office action and which are herein incorporated by reference. 

Applicant argues that the instant claims are not rendered obvious by the 
reference as the channel black or furnace black of the reference is not the same as the 
gas black recited in the instant claims. To this argument the examiner respectfully 
disagrees. According to the IUPAC Compendium of Chemical Terminology (a copy of 
which is attached) furnace black and channel blacks are all examples of gas black 
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therefore the instant claims are met by the reference. As for the limitation of the amount 
of wetting agent added into claim 7, applicant shows, in the arguments, that the amount 
of wetting agent is 0.47% in the examples. Accordingly based on the above arguments 
the instant claims are rendered obvious by the reference. 



Allowable Subject Matter 

10. Claim 14 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

1 1 . Claim 20 would be allowable if rewritten to overcome the rejections under 35 
U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

12. Claim 21-22 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims and provided that the claim objections recited in 
Item #3 above are overcome. 

1 3. These claims would be allowable as the amount of the azo compound and/or the 
wetting agent recited in the examples of the reference is outside applicants claimed 
amount. 
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Conclusion 



1 4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 

mailed Until after the end Of the THR FF: -MO^ IT •- , chnrtonoH ctatntnrv norinH than tho 

shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should be directed to Anthony J. 
Green whose telephone number is 571-272-1367. The examiner can normally be reached on Monday-Thursday 6:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Jerry Lorengo can be reached 
on 571-272-1233. The fax phone number for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Bactronic Business 
Center (EBC) at 866-217-9197 (toll-free). yf y J 
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